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Sir: 

This is in response to the Office Action mailed on December 23, 2009. The Office 
Action rejected claims 1, 6-16, 19-22 and 28. No amendments have been made with this 
submission. The application currently includes claims 1, 6-16, 19-22 and 28. 

The Office Action rejected claims 1, 7-10, 16, 20 and 28 as being anticipated under USC 
§ 102(b) by Pfingston, U.S Patent No. 2,645,954. Of the rejected claims, claims 1 and 16 are 
independent claims. Applicant respectfully traverses these rejections. 

An element of independent claim 1 includes a first set of forming rollers that rotate about 
an axis of rotation relative to each other where the first set of rollers take up the first axial 
position with respect to the workpiece and a second set of forming rollers positioned at a second 
axial position with respect to the workpiece and placed in contact with the workpiece at an axial 
position behind the first set of forming rollers. Each of the different sets of forming rollers take 
up a different axial position with respect to the workpiece and are mounted on a common holder 
where the common holder is rotated about an axis which crosses an axis of rotation and/or is 
radially adjusted during operation. Independent claim 16 includes similar claim language and 
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includes that the holder is mounted in or on the form machine in such a manner as to be capable 
of rotation about an axis which crosses the axis of rotation and/or of radial translation during 
operation. 

As an initial matter, Pfingston discloses a tap for forming internal threads of a tube. The 
tap includes pilot rollers 14 and thread forming rollers 15 mounted on body members 10 and 11. 

Referring to column 4, lines 23 - 73, Pfingston disclose that the tool is inserted into a 
tube or other hollow workpiece on which threads are formed. The tube is held stationary and 
where the tube cannot be expanded by the tap. The tap is rotated to form threads within the tube. 

In order to form the threads, the rotation of the roller has to be radially aligned with the 
axis of rotation of the tap. If the rollers 15 were at an angle that would cross the axis of rotation, 
then the tap would destroy the threads attempted to be formed. 

As such, Applicant respectfully submits that Pfingston does not disclose each and every 
element of claims 1 and 16. Therefore, independent claims 1 and 16, along with dependent 
claims 7-10, 20 and 28, are in allowable form. 

The Office Action also rejected independent claims 1 and 16 and dependent claims 7-11, 
10, 11, 20, 22 and 28, respectively, as being anticipated by Schow, U.S. Patent 4,405,064. 
Applicant again respectfully traverses these rejections. Applicant previously described selected 
elements recited in claims 1 and 16 with respect to the allowability over the Pfingston patent. 
Applicant submits that Schow does not anticipate claims 1,7-11, 10, 11, 16, 20, 22 and 28 for the 
reasons stated for the allowability of the claims 1 and 16 over the Phingston patent. 

What the Schow patent discloses is a muffler and tailpipe expander and cleaner. The tool 
is inserted into the tailpipe and expanded until the rollers are in engagement with the internal 
circumference of the pipe. Referring to column 3, lines 7-57, further tightening of the wedges by 
means of the bolt to stop, a wrench is applied to the member 24 in order to rotate the entire tool 
within the pipe. As the tool is turned within the pipe, the serrated rollers with helical threads act 
cut and cause metal working of the metal to both clean and expand the pipe. The tool will 
completely remove all rust and exhaust contaminants from the inside of the tailpipe and muffler, 
plus it will properly size the internal circumference of the pipes. 
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It is clear that the Schow patent discloses a device that is utilized to remove contaminants 
and metal through a rotating process within the pipe. Further, it is clear that the serrated rollers 
30 rotated about an axis of rotation and do not have an axis of rotation that crosses the axis of 
rotation of the workpiece. Otherwise, it would not be possible to clean out a round interior 
surface of a pipe. 

Further, it should be noted that a tailpipe is not a workpiece as defined in independent 
claims 1 and 16 because a tailpipe is already a finished product. As such, Applicant respectfully 
submits that independent claims 1 and 16, and dependent claims 7-11, 20, 22 and 28 are in 
allowable form over the Schow patent. 

The Office Action rejected independent claims 1 and 16 and dependent claims 6, 9, 10, 
13-15, 19-21 and 28, respectively, as being anticipated by Martelle, U.S. Patent No. 3,382,696. 
Applicant respectfully traverses these rejections for the reasons stated regarding the allowability 
of claims 1 and 16 over the Pfingston patent. 

As an initial matter, the Martelle patent relates to a rolling mill and is unrelated to the 
present invention. There is no act of relative rotation, no clamping device and no holder that is 
rotated about an axis which crosses the axis of rotation and radially adjusts during operation as 
claimed. 

Rather, the Martelle patent discloses two endless chains which are caused to converge 
toward the discharge end of the mill. The distance and angle between the endless chains can be 
modified to provide a separate thickness of the workpiece when discharged. However, there is 
no disclosure of rotating the workpiece or rotating the rollers about the perimeter of the 
workpiece. Further, the rollers are not rotated about a single rotational axis. As such, Applicant 
respectfully submits that the Martelle patent does not anticipate independent claims 1 or 16, or 
their dependent claims 6, 9, 10, 13-15, 19-21 or 28, respectively. 

The Office Action also rejected independent claim 1 and dependent claim 12 as being 
unpatenable over Recksiek, DE 3423223 in view of Viltschek, U.S. Patent No. 3,427,846. 
Applicant traverses these obviousness rejections. 



Again, an element of independent claim 1 includes that two or more forming rollers are 
mounted on a common holder and the holder is rotated about an axis which crosses the axis of 
rotation during operation. There is no teaching or suggestion in Recksiek by itself or in 
combination with Viltschek that would render claims 1 and 12 as being obvious. 

It is clear from the figures of Recksiek that rollers are aligned with the axis of rotation. 
There is no teaching or suggestion that the holder is rotated about an axis that crosses the axis of 
rotation. Therefore, Recksiek does not disclose each and every element of claims 1 and 12. 

The Viltschek patent does not cure the deficiencies of the Recksiek reference as the 
Viltschek patent simply discloses a hydraulic metal press where two rollers are in contact with 
each other to produce a contoured sheet of metal. As such, Applicant respectfully submits 
independent claim 1 and dependent claim 12 are allowable over the combination of the Recksiek 
reference in view of the Viltschek patent. 

The foregoing remarks are intended to assist the Office in examining the application and 
in the course of explanation may employ shortened or more specific or variant descriptions of 
some of the claim language. Such descriptions are not intended to limit the scope of the claims; 
the actual claim language should be considered in each case. Furthermore, the remarks are not to 
be considered exhaustive of the facets of the invention which are rendered patentable, being only 
examples of certain advantageous features and differences, which applicant's attorney chooses to 
mention at this time. For the foregoing reasons, applicant reserves the right to submit additional 
evidence showing the distinction between applicant's invention to be unobvious in view of the 
prior art. 

Furthermore, in commenting on the references and in order to facilitate a better 
understanding of the differences that are expressed in the claims, certain details of distinction 
between the same and the present invention have been mentioned, even though such differences 
do not appear in all of the claims. It is not intended by mentioning any such unclaimed 
distinctions to create any implied limitations in the claims. 

For the foregoing reasons, Applicant submits that the present application is in allowable 
form. Allowance of the present application is respectfully requested. 
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A three-month extension of time is hereby requested for responding to the Office Action. 
Electronic payment for the extension of time fee is included herewith. 

The Director is authorized to charge any fee deficiency required by this paper or credit 
any overpayment to Deposit Account No. 23-1 123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, PA. 



By: /Peter J. Ims/ 

Peter J. Ims, Reg. No. 48,774 
900 Second Avenue South, Suite 1400 
Minneapolis, Minnesota 55402-3244 
Phone: (612) 334-3222 Fax: (612) 334-3312 



